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ORDER GRANTING EARTH TOOL’S MOTION FOR SUMMARY JUDGMENT

Pending before the Court is the Motion for Partial Summary

Judgment filed by defendant Earth Tool Company, L.L.C. (“Earth
Tool”) on July 7, 2000. Plaintiff New Railhead Manufacturing,
L.L.C. (“"Railhead”) filed a response in opposition to the motion on

July 27, and Earth Tool filed a reply to Railhead’s response on
August 11. On August 13, 2001, after obtaining leave of Court,
Railhead filed a supplemental response to the motion, and on August
27, Earth Tool filed a reply to Railhead’s supplemental response.
Oral argument was heard regarding Earth Tool’s motion on September
19. After careful consideration of the briefs submitted by the
parties, the evidence highlighted therein, the applicable law, and
the arguments of counsel, the Court concludes that Earth Tool’s

motion should be granted.

I. Facts
Railhead owns United States Patent 5,899,283 (“the '283

patent”), which claims an asymmetric drill bit used for horizontal
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directional drilling of rock. Railhead’s “Incredibit” is an
embodiment of the '283 patent. Railhead’s ‘283 patent is based on
an application filed November 12, 1997 as a continuation-in-part of
a provisional patent application filed February 5, 1997.

The drill bit that is the subject of the '283 patent was
invented by David Cox, co-owner of Railhead, in late 1995.
Sometime between Christmas 1995 and New Year’'s 1996, Cox delivered
a version of this bit to Earl Freeman, an employee of one of
Railhead’s customers, Eagle Pipeline, allegedly for
experimentation. Freeman used the bit approximately six times on
various Eagle Pipeline jobs throughout January 1996. Soon
thereafter, Railhead manufactured hundreds of similar bits.
Railhead sold one of the bits to Ferrell Construction at the end of
March 1996. Railhead also admits that one or more bits embodying
the ‘283 patent were sold prior to the end of May 1996. 1Indeed,
Railhead’s invoices reflect numerous sales of the bit during the
period from March to August 1996.

Railhead filed this lawsuit contending that the “Trihawk”
drill bit manufactured by Earth Tool infringes Railhead’'s ‘'283
patent. Earth Tool’s motion seeks a summary judgment that the ‘283
patent is invalid because, inter alia, the bit embodying the '283
patent was on sale more than one year prior to the earliest filing

date on which the '283 patent is based.

IT. Summary Judgment Standard

The summary-judgment standard on a patent claim is the same as
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the standard for other claims. Avia Group Int’l v. L.A. Gear
Calif., Inc., 853 F.2d 1557, 1560-61 (Fed. Cir. 1988). Thus, Earth
Tool is entitled to summary judgment if it demonstrates "that there
is no genuine issue as to any material fact and that [it] is
entitled to judgment as a matter of law." Fep. R. Civ. P. 56(c).
All reasonable factual inferences must be drawn in favor of the

nonmovant . Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255

(1986) .

A patent is, however, presumed to be wvalid. 35 U.S.C.A. 8§
282 (West Supp. 2001). As a result, “the burden of proving
invalidity [is] on the attacker.” Hycor Corp. v. Schlueter Co.,
740 F.2d 1529, 1536 (Fed. 1984). Consequently, on summary

judgment, Earth Tool’s “burden of demonstrating an entitlement to
judgment as a matter of law includes the burden of overcoming the
presumption of patent validity found in 35 U.S.C. § 282."” Cable
Elec. Prods., Inc. v. Genmark, Inc., 770 F.2d 1015, 1022 (Fed. Cir.
1985), overruled on other grounds by Midwest Indus., Inc. V.
Karavan Trailers, Inc., 175 F.3d 1356, 1358-61 (Fed. Cir. 1999).
“The standard of proof of facts necessary to support a legal
conclusion of invalidity is ‘clear and convincing.’” Id. (quoting
R.R. Dynamics, Inc. v. Stucki Co., 727 F.2d 1506, 1516 (Fed. Cir.
1984). As a result, in order to be entitled to summary judgment,
Earth Tool must demonstrate that there is no genuine issue of
material fact regarding the patent’s validity and that clear and

convincing evidence demonstrates that the patent is invalid.
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