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NORTHERN DISTRICT OF TEXAS

LAUGHLIN PRODUCTS, INC., ET AL. § ! /’%Nmn
S < v

VS. § CIVIL ACTION NO. 4:01-CVv-782-Y
S

ETS, INC., ET AL. S

ORDER DENYING PLAINTIFFS’ MOTION FOR PARTIAL SUMMARY
JUDGMENT AND GRANTING DEFENDANT’S MOTION FOR SUMMARY JUDGMENT

Pending before the Court are two motions: (1) defendant ETS,
Inc.’s Cross-Motion for Summary Judgment [doc. # 51-1], filed July
29, 2002; and (2) plaintiffs Laughlin Products, Inc. (“Laughlin”)
and Mist-On Systems, Inc. (“Mist-On Systems)’s Motion for Partial
Summary Judgment [doc. # 65-1], filed September 11. Having
carefully considered the motions, responses, and replies, the Court
finds that the plaintiffs’ motion should be DENIED and the
defendant’s motion should be GRANTED.

On September 27, 2001, the plaintiffs! filed this suit against
the defendant,? alleging the following causes of action: (1) false
or misleading description of fact or representations in violation
of 15 U.3.C. § 1125(a) (“count one"), (2) false marking in violation
of 35 U.S.C. § 292(a) (“count two"), and (3) common-law unfair
competition (“count three"). The plaintiffs, in their motion for

partial summary judgment, are seeking summary judgment as to counts

This suit was originally filed by Laughlin. However, Mist-On Systems was
added as a plaintiff on September 5, 2002, when Laughlin filed a Second Amended
Complaint.

’There were originally three defendants in this case: (1) ETS, Inc., (2)
Trevor Gray, and (3) Edna Gray. In an order issued on May 24, 2002, the Court
dismissed Trevor and Edna Gray from the suit for lack of personal jurisdiction.
Consequently, the Court will not address any claims against the Grays. In
addition, the plaintiff also brought a cause of action against the defendant for
false designation of origin, which was dismissed by the Court in an order dated

June 24, 2002.
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one and two. The defendant, in its cross-motion for summary

judgment, is seeking summary judgment as to all three counts.

I. RELEVANT BACKGROUND

On September 22, 2000, the defendant filed a patent application
on its Sunless Express tanning booth.® The United States Patent
Office, on May 21, 2001, entered a notice indicating that ETS’s
patent application had “been examined and is allowed for issuance
as a patent.” The patent was not, however, actually issued until
October 16.

In July 2001, three months prior to the actual issuance of the
patent, ETS introduced its Sunless Express tanning booths at a trade
show in Las Vegas, Nevada. ETS distributed approximately 100
pamphlets there that stated that the Sunless Express tanning booth
used a “patented” gravity footwash for an even coverage. A
different brochure referred to the booth as the “patented Sunless
Express Spray Spa.” The defendant’s website contained similar
statements.’

After returning from the trade show and 1in response to

guestions received there from Thomas Laughlin®, the defendant

3This product, along with a similar product designed and sold by the
plaintiffs, is a tanning system that allows people to tan without being exposed
to ultraviolet 1light.

‘In addition, the July 2001 issue of Today’s Image magazine included a one-
page Sunless Express advertisement that included the phrase “Patented ‘gravity’
foot wash for even coverage.”

*Thomas Laughlin is the sole shareholder and president of both Laughlin and
Mist-On Systems, Inc.




amended its brochures to use only the phrase “patent pending” until
its patent actually issued. In addition, after the filing of the
plaintiffs’ complaint, the defendant changed the wording on its
website to “patent pending.”

The plaintiffs claim that the original statements by the
defendant regarding the patent status of its booth were false when
they were made. The defendant, on the other hand, asserts that
these statements are not false because the footwash did contain a
component, a nozzle, that was patented at the time of the trade show
and that the booths were patented by the time the defendant actually

shipped any of the booths to its customers.

I1. SUMMARY JUDGMENT STANDARD

Summary judgment is proper when the record establishes “that
there is no genuine issue as to any material fact and that the
moving party is entitled to judgment as a matter of law.” FeD. R.
Civ. P. 56(c). An issue is considered “genuine” if “it is real and
substantial as opposed to merely formal, pretended, or a sham.”
Bazan v. Hidalgo Cty., 246 F.3d 481, 489 (5 Cir. 2001) (citing
Wilkinson v. Powell, 149 F.2d 335, 337 (5 Cir. 1945)). Facts are
considered “material” if they “might affect the outcome of the suit
under governing law.” Anderson v. Liberty Lobby, Inc., 477 U.S.
242, 248 (1986). To determine whether there are any genuine issues
of material fact, the Court must first consult the applicable

substantive law to ascertain what factual issues are material.








































